The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of

t he Board.

Paper No. 136

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

KAZUO SAWADA et al .

Juni or Party,!?

V.
SUNGHO JI'N, RI CHARD C. SHERWOOD and ROBERT B. VAN DOVER

Senior Party.?

Patent Interference No. 103, 141

ON BRI EF

1 Application Serial No. 07/624,536, filed Decenber 7,

1990. Accorded the benefit of Application Serial No.
07/ 152,713, filed February 5, 1988, now abandoned. Assignors

to Sumtonp Electric Industries, Ltd.

2 pPatent 4,952,554 granted August 28, 1990, based on
Appli- cation Serial No. 07/036,160, filed April 6, 1987.
Accor ded the benefit of Application Serial No. 07/034, 117,
filed April 1, 1987. Assignors to Lucent Technol ogies, Inc.
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| nterference No. 103, 141

Before Cal vert, Pate and Hanl on, Adm nistrative Patent Judges.
Pate, Adm nistrative Patent Judge.
FI NAL DECI SI ON UNDER 37 CFR 8§ 1. 658

Pursuant to 37 CFR 8 1.658, this is a final decision
in Interference No. 103,141. The junior party’s involved
application is Serial No. 07/624,536, filed on Decenber 7,
1990, in the nanes of Kazuo Sawada, Kazuhi ko Hayasi, Sigek
| sojima, Susunu Yamanoto, Teruyuki Mirai, Nozonu Kawabe, Hi deo
| t ozaki, Nobuhi ko Fujita, Kenichiro Sibata, Nobuyuki Sasaki,
Shuji Yazu, and Tetsuji Jodai.® The application is assigned
to Sumtono Electric Industries, Ltd. The senior party
involved patent is U S. Patent No. 4,952,554 issued on August
28, 1990 to Sungho Jin, R chard C. Sherwood, and Robert B. Van
Dover. The patent is assigned to Lucent Technol ogies, Inc.*

The interference subject matter deals with a process

for manufacturing a superconducting conductor such as a wire

3 Hereinafter the parties will be referred to in the
singular, i.e., as Sawada and Jin.

4 Seni or party’s unopposed notion to accept a bel ated
notification under 37 CFR 8 1.602 that Lucent is the successor
ininterest of the senior party’s original assignee is
GRANTED. Paper No. 125, received Novenber 3, 1999.
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or the Iike. The conductor is manufactured by placing super-
conducti ng oxi de powder in a tube of so-called normal netal.
The nmetal is normal in the sense that it is not

super conducti ve.

The normal netal thus establishes a cladding around the oxide
powder. The powder and the cladding are subject to a cross-
section reduction netal working procedure to reduce the powder
and the cladding to a wire size article or elongate body.
Thereafter, the elongate body is heat treated so that
substantial sintering of the oxide powder occurs, resulting in
a product that has a superconducting core in a normal netal
out er cl addi ng.

In Jin s disclosure, the superconducting oxi de,
YBa,Cu,Q, ,, is of the so-called 1,2,3-type. Wen the oxide
powder is sintered, provision nust be nade to keep the oxygen
content of the sintered oxide within an acceptabl e range.
Solutions to this probleminclude selecting a cladding that
does not oxidize at the sintering tenperature preventing
reaction of the cladding with the oxi de powder, or providing
orifices in the cladding to admt additional oxygen.

3
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Sawada al so i ncludes exanples in the involved
application wherein the oxide powder in the cladding is first
sintered and the cross-section reduction occurs during or
after sintering. See exanples 1 and 2 of Sawada’ s
speci fication.

Counts 2 and 3 read as foll ows:

2. A nethod of producing an el ongate
super conducti ve body, characterized in that the nethod
conpri ses

(a) formng an internedi ate body conprising a
normal netal cladding surrounding a quantity of oxi de powder
and in contact therew th;

(b) formng an elongate body fromthe internedi ate
body by nmeans of one or nobre cross-section-reducing
oper at i ons;

(c) formng at |east one orifice through said netal
cl addi ng; and

(d) heat treating the elongate body such that
substantial sintering of the oxide powder occurs, with the
oxi de powder being in contact with an oxygen containi ng
at nosphere by passing oxygen through said at | east one
orifice; with the oxygen concentration in the atnosphere such
that the thus produced body manifests superconductivity, with
T, of 41 K or above, T, being either T/ (R=0) or T./(onset),
wherein at |east the portion of the cladding that is
substantially inert wwth respect to oxygen and with respect to
t he oxi de powder under the treating conditions.
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The clains of the parties that correspond to count 2
are:
Sawada 77-90, 94-110, and 114-116
Jin 1-17 and 19-23.

3. A nethod of producing an el ongate
super conducti ve body, characterized in that the nethod
conpri ses

(a) formng an internedi ate body conprising a
normal netal, orifice-free cladding surrounding a quantity of
oxi de powder and in contact therewth;

(b) formng an elongate body fromthe internedi ate
body by nmeans of one or nore cross-section-reducing
operations; and

(c) heat treating the elongate body such that
substantial sintering of the oxide powder occurs, with the
oxi de powder being in contact with an oxygen containi ng
at nosphere during at |east part of step (c) such that the thus
produced body manifests superconductivity, with T, of 30 K or
above, T,

being either T, (R=0) or T/ (onset), wherein at |east the portion
of the cladding that is in contact wth the oxi de powder
consists essentially of normal nmetal that is substantially
inert with respect to oxygen and with respect to the oxide
powder under the treating conditions.

The clains of the parties that correspond to count 3
ar e:
Sawada 110-116

Jin 1-7, 9-12, 14-28.
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St andard of Revi ew

On March 16, 1999, the Patent and Trademark O fice
i ssued an interimrul e change of patent interference rule 37
CFR § 1.655(a). 64 Fed. Reg. 12900. The rule deals with the
application of the abuse of discretion standard by a nerits
panel when considering an interlocutory order entered by a
| one Admi nistrative Patent Judge (APJ) acting in an
interlocutory capacity. The rule has been changed to
enphasi ze that a panel of the Board will resolve the nerits
of an interference as a panel w thout deference to any
interlocutory order. Panels will, however, continue to apply
t he abuse of discretion standard but only with respect to
procedural matters decided by the lone APJ acting in an
interlocutory capacity. Accordingly, we consider the
substantive issues dealt with by the APJ in his interlocutory
capacity and raised by the parties in their briefs giving them

de novo consideration in this decision.

Wth regard to the date of effectiveness of the

amended rule, the interimrule notice states that the anended

rule is effective as of the date of publication, viz., March
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16, 1999. Accordingly, the review of the APJ' s decision on the
prelimnary notions has been decided in the follow ng decision
w t hout deference to the prior decision by the lone APJ. It
is noted
that both parties have briefed and argued the issue under the
abuse of discretion standard, and when the argunents of the
parties are characterized, this opinion will accurately
reflect those argunents as being under the abuse of discretion
standard in order to avoid m scharacterization of a party’s
position as briefed. However, the standard of review
instituted by the interim and now final, rule has been used
by the panel in rendering a deci sion.
| ssues

The followi ng issues are raised by the junior party
inits brief. The senior party raises no additional issues.

i) The denial of Sawada prelimnary notion 1 to add
a count (count A) to the interference;

ii) The failure of the APJ to accord benefit to
Sawada with respect to Japanese Application No. 62-25224 as to

proposed count A
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iii) The denial of Sawada prelimnary notion 15 to
accord Sawada benefit of Japanese Application No. 62-25224 as
to new count 3;

iv) The denial of Sawada prelimnary notion 10 for
judgnent that clains 1, 3-5, 9-12, 14-16, and 18-23 of Jin are
unpat ent abl e under 35 U. S.C. § 112, first paragraph;

v) The denial of Sawada prelimnary notion 11 to add
a count (count E) to the interference;

vi) The denial of Sawada prelimnary notion 12 to
accord Sawada benefit of Japanese Application No. 62-77941 as
to proposed count E.

Sawada al so has filed a notion to suppress or strike
portions of the senior party’'s brief. This notion will be
consi dered her ei nbel ow.

Motion to Strike

Cont enporaneously with the filing of the junior

party reply brief, the junior party has filed a notion® to

strike or suppress certain portions of the senior party’s

°> Paper No. 122, filed July 31, 1995.
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brief. The senior party has opposed® the notion. The
portions sought to be suppressed, viz., page 9, line 23
t hrough page 10, line 1, and page 10, line 6 (beginning
“Specifically”) through page 11, line 9, deal with a
declaration filed by senior party Jin in support of a senior
party notion in response to Sawada’ s
Opposition No. 6. Sawada argues that the declaration has not
been entered into evidence for this final hearing pursuant to
37 CFR § 1.671(a).

According to the junior party' s brief, after APJ
Ronald H. Smith’s second notion decision’” on May 8, 1995, the
parties agreed in a tel ephone conference with Judge Smth on
June 8, 1995 that the parties would forego a testinony period
and nove directly to file briefs for final hearing. Absence
of a testinony period is not normative interference procedure,
however. Accordingly, when the undersigned panel took up the

case for decision, the panel sua sponte noved all materials

6 Paper No. 119, filed August 21, 1995. Note, these
papers are out of order in the interference file. Junior
party Sawada’s reply to the senior party’s opposition bears
Paper No. 120 and was filed on Septenber 5, 1995.

" Paper No. 114.
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i ntroduced during the prelimnary notion period, including
decl arations, into evidence and schedul ed a period for cross

exam nation.® Both parties have wai ved cross-exam nation.?®

| nasnmuch as a testinony period has been established, and al
evidence admtted after the junior party’'s notion to strike a
portion of the brief was filed, the junior party’s notion to
strike is DI SM SSED. *°
Backgr ound

The interference was originally declared on March
23, 1993 with Jin as junior party and Sawada as senior party.
Sawada was accorded benefit of his parent U S. Serial No.
07/ 152,713, filed February 5, 1988, and Japanese application
62-77941, filed March 31, 1987. Jin's patent was accorded

benefit of U S. Serial No. 07/034,117 filed on April 1, 1987.

8 Paper No. 132, nmiled June 6, 2000.
° Paper No. 133, received July 11, 2000.

1t is further noted that noving party Sawada has
benefitted from having testinony entered sua sponte by the
panel . Wthout evidence in the formof the Sato decl arati on,
Sawada’ s noti on based on non-enabl enent woul d have no
evi denti ary under pi nni ngs.

10
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Sawada was senior party by one day. The original count in
interference reads as foll ows:

Count 1

Met hod of producing an el ongate superconductive
body, characterized in that the nmethod conprises

(a) formng an internedi ate body conprising a
normal netal cladding surrounding a quantity of oxide powder
and in contact therewth;

(b) formng an el ongate body fromthe internedi ate
body by nmeans of one or nore cross-section-reducing
oper ati ons;

(c) formng at |east one orifice through said netal
cl addi ng; and

(d) heat treating the elongate body such that sub-
stantial sintering of the oxide powder occurs, with the oxide
powder being in contact with an oxygen contai ni ng at nosphere
by passi ng oxygen through said at | east one orifice; with the
oxygen concentration in the atnosphere such that the thus
produced body mani fests superconductivity, with T, of 41 K or
above, wherein at |east the portion of the cladding that is in
contact with the oxi de powder consists essentially of nornmal
metal that is substantially insert with respect to oxygen and
wi th respect to the oxi de powder under the treating
condi ti ons.

The order declaring the interference established
time periods for filing prelimnary statenents and prelimnary

notions. Sawada did not file a prelimnary statenent. The

11
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parties filed a total of 17 notions. In a decision on
prelimnary notions and in an acconpanyi ng notice of
redecl aration, ! mailed Novenber 30, 1994, Judge Smth deci ded
the notions and sua sponte redeclared the interference
substituting counts 2 and 3 for count 1. Because Judge Smth
deni ed Sawada benefit with respect to the new counts, Sawada
now stood as a junior party that had not filed a prelimnary
statenment. Accordingly, Judge Smth entered an order to show
cause under 37 CFR 8§ 1.640(d)(2) against junior party Sawada.
In response to the show cause order, Sawada fil ed
notions, a prelimnary statenment,?!? a response®® to the order to
show cause requesting final hearing, and an “opposition” to
t he sua sponte substitution of counts 2 and 3 for count 1.
After another round of notion filings, oppositions, and

replies, Judge Smth entered anot her order?® deciding the

11 pPaper Nos. 82 and 83.

12 Paper No. 87, filed Decenber 27, 1994.
13 Paper No. 88, filed Decenber 27, 1994.
4 Paper No. 89, filed Decenber 27, 1994.
1> Paper No. 114, mumiled May 8, 1995.

12
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nmotions and setting a briefing schedule for the parties with
respect to Sawada’s request for final hearing in the matter of
the order to show cause. The parties have filed main briefs
and Sawada filed a reply brief for final hearing. The parties
wai ved oral hearing.

Deni al of Sawada Motion 1 to Add Proposed Count A to the
I nterference

The first issue raised for review is whether Judge
Smith erred in denying Sawada Mdtion No. 1 to add proposed
count Ato the interference. Count A reads as foll ows:

Count A

Met hod of producing an el ongate superconductive
body, characterized in that the nmethod conpri ses:

(a) formng an internedi ate body conprising a
normal netal, orifice-free cladding surrounding a quantity of
oxi de powder and in contact therewth;

(b) formng an elongate body fromthe internedi ate
body by neans of one or nore cross-section-reducing
operations; and

(c) heat treating the normal netal, orifice-free
cl addi ng such that substantially sintering of the oxide powder
occurs, with the oxide powder being in contact with an oxygen
cont ai ni ng at nosphere during at |east a part of step (c) such
that the thus produced body manifests superconductivity, with
T, of 30K or above, wherein at |east the portion of the
cladding that is in contact with the oxi de powder consists
essentially of normal nmetal that is substantially inert with

13
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respect to oxygen and with respect to the oxi de powder under
the heat treating conditions.

Count A differs fromthe original count 1 of the
interference in two major respects. First, count Ais
directed to the so-called orifice-free claddi ng enbodi nent.
Secondly, count Ais generic to two species of the invention,
Viz., the cross-section reduction with subsequent sintering
species, and the sintering with sinultaneous or subsequent
cross-section reduction species. Oiginal count 1 was
directed only to the cross-section reduction with subsequent
sintering subject matter.

Wth respect to the orifice-free limtation of the
count, Judge Smth acknow edged that, as originally decl ared,
t he Sawada cl ai ns desi gnated as corresponding to count 1 were
both cladding with orifice clains and orifice-free clains,
while the Jin clainms designated as corresponding to count 1

were directed

only to the cladding with orifices subject matter.
Accordingly, Judge Smth granted the notion to the extent that

two new counts were substituted for count 1. New count 2 is

14
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directed to the subject matter of cladding with orifices. New
count 3 is
directed to the subject matter of orifice-free cladding.
Not e, however, that both new counts are still limted to the
cross-section reduction wth subsequent sintering species.?®
According to Sawada, “Proposed Count A defines the
essential common el enments between the parties and permts the
party Sawada to rely on its best proofs w thout prejudice to
the proofs of party Jin.” Sawada Brief, page 9. Both parties
and this panel are in agreenent that the cross-section
reduction with subsequent sintering species, and the sintering
wi th sinmultaneous or subsequent cross-section reduction
species are separate species. See Sawada Brief at page 12,
lines 3-7 and lines 15-17; Jin Brief at page 4. Sawada’s
argunent is that Sawada is entitled to a generic count which
conprises both species so that the junior party may rely on
its best proofs, i.e., the sintering with sinultaneous or
subsequent cross-section reduction species not in counts 2 and

3.

16 Judge Smth al so broadened the definition of T. found in
the new counts 2 and 3. That change is not contested here.

15



| nterference No. 103, 141

When an interference is declared, certain rebuttable
presunptions are created that govern the burden of proof
and/ or the burden of persuasion with respect to notions under
37 CFR
8 1.633 filed in the interference. See, for exanple, Oikasa
V.
Qoni shi, 10 USPQ2d 1996, 2004 (Commir Pats. 1989); I1d., n.17.
In declaring this interference with a single count (count 1),
there was created the clear presunption, on the record, that
the cross-section reduction wth subsequent sintering species,
and the sintering with sinultaneous or subsequent cross-
section reduction species were separate species that were not
t he sane patentable invention. Thus, for Sawada to be
permtted to add a count with a generic limtation regarding
t hese two species, Sawada nmust show that these two species are
the sane patentable invention. This is part of Sawada s burden
under 37 CFR 8§ 1.637(a). The burden was on Sawada, and Sawada
did not sustain this burden.

Not e that Sawada includes an anal ysis show ng t hat

the orifice-free cladding and the cladding with orifices are

16
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separate patentable inventions under 37 CFR § 1.601(n) in
notion 1. See Sawada notion 1, Paper No. 12 at 25-26. Judge
Smth responded properly to this show ng by substituting two
counts, each count including one of the orifice or orifice-
free species. Addition- ally, it appears fromthe record that

Judge Smith credited the

opposition of Jin, which argued that the cross-section
reduction with subsequent sintering species, and the sintering
wi th sinmultaneous or subsequent cross-section reduction
speci es were separate patentable inventions. However, it was
not i ncunmbent upon Jin to make this showi ng. Jin does not
have the burden on this issue.

Sawada’ s reliance on sone kind of “essential common
el ements” or “essential commopbn subject matter” test (Sawada
Brief, at 9 and 11) does not reflect the proper test for sane
patentable invention in interference | aw and only serves to
obscure the issue. The proper test for determining if the two
species in question are the sane patentable invention is the
obvi ousness analysis of 37 CFR § 1.601(n). Likew se, Sawada’s

reliance (Sawada Brief at 12) on Exanple 16 of MPEP § 2309.01

17
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(6th Ed., Jan. 1995) is msplaced. The first sentence of the
Exanpl e 16 states, “The PTOw Il . . . declare interferences
where interfering patent and application clains are nutual ly
excl usive provided the clains define the sane patentable
invention.” (Citations omtted, enphasis supplied). Indeed,
Exanpl e 14, which defines the conditions of Exanple 16,
specifically states that, “[b]enzene and tol uene [the two
nmut ual Iy excl usi ve speci es of Exanple 16] define the sane
patentabl e i nvention.” Sawada has never established that the
two species in question are the sanme patentable invention.

Sawada argues that the junior party should not be
penal i zed for disclosing both species in its involved
application. Sawada Brief at 12. Sawada has not been so
penalized. |In fact, since the sintering with simultaneous or
subsequent cross-section reduction species is not wthin the
interference, Sawada has possession of this subject matter
free and clear of any interference with Jin. This is the
opposite of Sawada’ s perceived penalty.

Finally, we agree that a count should ideally be

formulated to allow a party to rely on its best proofs.

18
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However, this does not extend to including two patentably
di stinct inventions in one interference count.

We have reviewed the denial of Sawada's notion 1
anew, giving no deference to the decision in the APJ's
interlocutory order. W have reached the independent
conclusion that the notion was correctly decided. The notion
stands properly DEN ED

The Failure of the APJ to Accord Benefit to Sawada with
Respect to Japanese Application No. 62-25224 as to Proposed
Count A

As not ed above, Sawada Motion 1 to add proposed

count Ato the interference was properly denied.

Consequently, it could

not have been inproper for the APJ to deny Sawada benefit as
to a count never added to the interference.
The denial of Sawada Prelimnary Mdtion 15 to Accord Sawada
Benefit of Japanese Application No. 62-25224 as to New Count
3;

After Judge Smith redeclared the interference addi ng

counts 2 and 3, Sawada filed Mdtion No. 15 pursuant to 37 CFR

19
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8 1.633(f) for benefit as to count 3 based on Japanese
Application No. 62-25224, filed February 5, 1987.
Benefit for priority purposes is determned with

respect to the count. A party is entitled to the benefit of

an earlier filed application for priority purposes if he or
she is in conpliance with 35 U . S.C. § 112, first paragraph,

with respect to at | east one species within the count. Mori

v. Costain, 214 USPQ 295, 297 (Bd. Pat. Int. 1981), citing

Weil v. Fritz, 572 F.2d 856, 865 n.16, 196 USPQ 600, 608 n. 16
(CCPA 1978); Hunt v. Treppschuh, 523 F.2d 1386, 1389, 187 USPQ
426, 429 (CCPA 1975); and Den Beste v. Martin, 252 F.2d 302,

305, 116 USPQ 584, 586 (CCPA 1958).
The earlier application nmust contain a witten
description of the subject natter of the interference count,

and nust neet the enabl enent requirenent. Hyatt v. Boone, 146
F.3d 1348, 1352, 47 USPQ2d 1128, 1130 (Fed. G r. 1998), cert.

deni ed,

525 U. S. 1141 (1999) quoting Fiers v. Revel, 984 F.2d 1164,

1170, 25 USPQ2d 1601, 1606 (Fed. Cir. 1993) (section 112

20
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paragraph 1 nmust be nmet by the earlier application). For an
earlier-filed application to serve as constructive reduction
to practice of the subject matter of an interference count,

t he applicant must

describe the subject matter of the count in terns that

est abl i sh

that he was in possession of the later-clainmed invention,
including all of the elements and limtations presented in the

count, at the tinme of the earlier filing. Hyatt, 146 F.3d at

1353, 47 USPQR2d at 1131.

Judge Smith, in his first notion decision, had
deni ed Sawada benefit wth respect to proposed count A for the
reason that count A was not added to the interference. In
addi tion, he denied Sawada benefit wth respect to new count
3, because new count 3 required orifice-free cladding. Judge
Smth made the factual finding that Japanese Application No.
62- 25224 di scl osed the cladding as a nornal netal pipe packed
with the powder oxide, and “‘224 is silent as to whether the

pi pe containing the powder is sealed [at the ends].”! Sawada

7 Paper No. 82 at 7.

21
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does not attack this factual finding. Instead, Sawada argues
that the APJ has nmisconstrued this limtation of count 3.

Sawada argues that the APJ has too

narrowmy interpreted the orifice-free limtations as requiring
that not only the sidewall of the pipe but also the ends
t hereof be sealed in order for the pipe to be considered
orifice-free. Sawada Brief at 16.

The limtation in question is set out in paragraph
(a) of count 3 as follows:

(a) formng an internedi ate body

conprising a nornmal netal, orifice-free

cl addi ng surrounding a quantity of oxide

powder and in contact therewth.
Sawada argues that the APJ' s enphasis on the ends of the pipe
m sses the mark. However, we disagree. The count in
interference says nothing about a pipe. The count requires a
cl addi ng. Yet Sawada di scusses the limtations of the count
as if it refers to a “pipe.” As we construe count 3, it
requires a cladding that surrounds the powder and is orifice-

free. W give both of these expressions their comon,

everyday neaning. “Surround” is generally taken to nean

22
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“enclosed on all sides.” “Oifice” has been defined as “an
opening or aperture as of a tube or pipe.”*® The open-ended
pi pe of the Japanese application does not surround or enclose
t he powder on all sides. Further- nore, as the second

definition makes clear, the opening at the

end of the pipe is customarily regarded as an orifice.
Accord- ingly, we agree with the conclusion of Judge Smth
that the enbodi ment that is described in the Japanese
application is not within the scope of count 3.

Sawada argues that, based on the definition of

“cladding,” the normal netal need only “cover or overlay” the
oxi de powder. Sawada Brief at 18. W disagree. The count
explicitly uses the term*“surround.” Sawada cannot by
argunment transnute explicit count limtations into other
l[imtations nore favorable to his position.

We are in agreenent with Sawada that the count is

not anbi guous and that it should be given its broadest

reasonable interpretation. |In our view, Judge Smth has done

18 Random House Dictionary of the English Language,
2nd Unabridged Edition, N Y., NY. 1987 at 1917 and 1366.

23
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so. Qur independent conclusion is that Mdtion 15 of Sawada
for benefit stands properly DEN ED.
The Deni al of Sawada Prelimnary Mtion 10 for Judgnent that
claims 1, 3-5, 9-12, 14-16, and 18-23 are Unpatentabl e under
35 U.S.C 8§ 112, First Paragraph
During the original notion period, Sawada filed a

notion for judgnent under 37 CFR § 1.633(a) that clains 1, 3-
5, 9-12, 14-16, and 18-23 were unpatentable to Jin on the

grounds of | ack of enablenent. Sawada’s argunent is that only

one oxide is

specifically disclosed in the Jin exanples and such a
di scl osure does not enabl e the broad oxide powder limtation
of Jin’ s clains.

Al t hough not explicitly stated in section 112, to be
enabling, the specification of a patent nmust teach those
skilled in the art how to make and use the full scope of the
claimed invention w thout "undue experinentation.” 1In re
Vaeck, 947 F.2d 488, 495, 20 USPQ2d 1438, 1444 (Fed. Gr.
1991); In re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404

(Fed. Cir. 1988); In re Fisher, 427 F.2d 833, 839, 166 USPQ

24
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18, 24 (CCPA 1970) (the first paragraph of section 112
requires that the scope of protection sought in a claimbear a
reasonabl e correlation to the scope of enabl enent provi ded by
the specification). Nothing nore than objective enabl enent is
required, and therefore it is irrelevant whether this teaching
is provided through broad term nology or illustrative
exanples. In re Marzocchi, 439 F.2d 220, 223, 169 USPQ
367, 369 (CCPA 1971).

The evidentiary basis for the notion for judgnent
was a decl aration'® by Kenichi Sato. M. Sato states that he
regards hinmself as an expert in superconductor materials. 96.

It is

Sato’s expert opinion that a person skilled in the
superconductor materials art woul d not have been able to
predict, as of the filing date of the involved Jin patent,
whi ch ot her oxi des

identified at colum 2 and in claim14 could have been

success- fully manufactured into el ongate bodi es according to

19 Paper No. 22.

25
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Jin claim11. Y10. Sato reaches this conclusion based on the
unpredi ctabl e nature of the superconductor materials art.
19120, 11. Even if we were to accept all statenents in the
declaration as true, and disregard conpletely the evidence
provided in the opposition declaration, the Sato declaration
fails to make out a case for |ack of enablenent. The
declaration fails to address whether the experinentation
required to practice the invention would have been undue.
Wil e the declaration discusses experinentation in Y11, 12,
no analysis is provided as to whet her the anmount of
experinmentation required woul d have been undue in this art.
Consequently, it is our conclusion of law that notion 10 fails
on its face to satisfy the burden on Sawada, the noving party.
Qur independent analysis conports with the analysis

of Judge Smth. Mtion 10 stands properly DEN ED.

The Deni al of Sawada Prelimnary Mtion 11 to Add a Proposed
Count E to the Interference
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Sawada al so noved?® to redefine the interference
subj ect matter by adding a proposed count E to the
interference. Count E reads as foll ows:

Count E

Met hod of producing an el ongate superconductive
body, characterized in that the nmethod conpri ses:

(a) formng an el ongate body conprising a nornal
nmet al cl addi ng, having at |east one orifice, surrounding a
guantity of oxide and in contact therewith by at |east one
cross-section-reduci ng operation on at |east the oxide; and

(b) heat treating the oxide in the cladding such
that substantially sintering of the oxide occurs, with the
oxi de being in contact with an oxygen contai ni ng at nosphere
during at | east a part of step (b) such that the thus
produced body mani fests superconductivity, with T, of 30K or
above, wherein at |east the portion of the cladding that is in
contact with the oxide consists essentially of normal netal
that is substantially inert with respect to oxygen and with
respect to the oxide under the heat treating conditions and
wherein T, is one of onset T, mdpoint T, R=0 T, and fl ux
expul sion T,.

According to Sawada, proposed count E differed from existing
count 1 in that the order of sintering and reduction is not
speci fied, the superconducting oxide is not specified as a
powder but nerely as an oxide, and the cladding is clained as

having at |east one orifice. Sawada argues that it is

20 paper No. 36, received July 27, 1993.
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necessary that count E be added since it is neutral to the
vari ous features of Sawada’s application and is necessary for
Sawada to be able to rely on its best proofs.

| nasmuch as count Eis admtted to enconpass two
species of the invention, viz., the cross-section reduction
w th subsequent sintering species, and the sintering with
si mul t aneous
or subsequent cross-section reduction species, our analysis
with
respect to the addition of count A, supra, is apropos here.
As we stated, for Sawada to add a generic count to the
interference, Sawada has the burden of establishing, by a
preponderance of the evidence, that the species enconpassed in
the genus are the sane patentable invention. Since Sawada has
not satisfied this burden, this fact alone is enough for us to
i ndependently deci de that count E cannot be properly added to
the interference.

But there’s nore. Judge Smith’s attention was drawn

to the oxi de powder/ oxi de paste species issue. Judge Smth
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cited evidence? fromthe specification of the Sawada i nvol ved
application that Sawada regarded the oxi de powder species of
the invol ved application as a patentabl e inprovenent over the
oxi de paste disclosed in the Japanese application 62-77941.
Thi s evidence alone is also sufficient enough for us to

i ndependent |y

deci de that count E cannot be properly added to this
interference.

We have independently eval uated the issue of the
propriety of adding count Eto the interference. W have
reached the sane conclusion as Judge Smith. Mtion 11 stands
properly DEN ED

The Deni al of Sawada Prelimnary Mdtion 12 to Accord Sawada
Benefit of Japanese Application No. 62-77941 as to Proposed
Count E

As noted above, Sawada Mdtion 11 to add proposed

count Eto the interference was properly denied.

Consequently, it could not have been inproper for the APJ to

2l Sawada specification at 7.
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deny Sawada benefit as to a count never added to the interference.
Sunmary
Al'l of the Sawada notions for benefit have been
properly denied. Sawada's earliest effective filing date is
his US filing date of February 5, 1988. Sawada stands as a
junior party that has failed to antedate the effective filing
date of senior party Jin. Judgment is entered in favor of Jin
her ei nbel ow.
Judgnent
Judgnent in Interference No. 103,141 is entered in

favor of Sungho Jin, R chard C. Sherwood, and Robert B. Van

Dover, the senior party. Sungho Jin, R chard C Sherwood, and
Robert B. Van Dover are entitled to their patent clains 1-23,
whi ch clainms correspond to the counts in interference.

Judgnent is entered agai nst Kazuo Sawada, Kazuhi ko Hayasi,
Sigeki Isojima, Susunu Yamanoto, Teruyuki Mirai, Nozonu
Kawabe, Hi deo Itozaki, Nobuhi ko Fujita, Kenichiro Sibata,
Nobuyuki Sasaki, Shuji Yazu, and Tetsuji Jodai, the junior
party. Kazuo Sawada, Kazuhi ko Hayasi, Sigeki 1sojinma, Susumu
Yamanot o, Teruyuki Murai, Nozomu Kawabe, Hi deo Itozaki
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Nobuhi ko Fujita, Kenichiro Sibata, Nobuyuki Sasaki, Shuji
Yazu, and Tetsuji Jodai are not entitled to their patent
clains 77-90 and 94-116, which clains correspond to the counts

in interference.

| AN A, CALVERT
Adm ni strative Patent Judge
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Counsel for Senior Party Jin:

Docket Adm nistrator (Rm 3C-512)
Lucent Technol ogi es, Inc.

600 Mountai n Avenue

Murray H I, NJ 07974-0636

Counsel for Junior Party Sawada:

David A Blunenthal et al.
Fol ey & Lardner
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